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DETAILED ACTION 

1. Claims 1-28 are pending in Application No. 09/810,693, entitled "Method and 
Apparatus for the Dynamic Modification of Relational Information in Electronic 
Documents such as HTML Pages and the Like", filed June 25, 2001, claiming benefit by 
virtue of foreign (Russian Federation) applications numbered 2000108556 (filed 
7/4/2000) and 2000111714 (filed 12/5/2000). Claims 1, 13, 17, 23, 24 and 27 are 
independent. 

2. The Office acknowledges IDS filed on May 14, 2001 . 

3. Acknowledgement is made of a claim for foreign priority under 35 USC 1 1 9 (a)- 
(d), however the Office notes that English translations of these Russian Federation 
applications have yet to be filed. Therefore, the requisite conditions for 35 USC 119 (a)- 
(d) have not been met as of the date of this Communication. 

Drawings 

4. The drawings are objected to because: 

a. The drawings are informal. 

b. The figures contain illegible reference numerals and labels. 

c. The following reference numbers are missing: Fig. 1 (100, 110), Fig. 2 

(210, 220, 230), Fig. 4 (460, 470). 

d. The following reference numbers appear in the Figures, but are not 

addressed in the specification: Fig. 1 (102, 104, 106). 
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5. Applicant is reminded to also refer to the enclosed form PTO-948, "Notice of 
Draftsperson's Patent Drawing Review". 

Specification 

6. The Abstract contains redundant wording ("code" is duplicated) in line 6. 
Please correct all spelling/grammatical/etc. errors throughout the specification. 

7. The disclosure is objected to because of the following informalities: 

a. Please correct all spelling/grammatical/etc. errors throughout the 
specification (including the Abstract), such as the redundant word "code" 
in line 6 of the Abstract and the misspelled word "spirt" of page 12 line 6; 

b. Page 9 line 22: the word "phrase" seems to be defined as " a group of 
synonyms" [i e.,a multiplicity of related words]. Is this what was intended? 

c. Page 23 lines17-25 indicate that an Option Manager Dialog Box is 
updated with invalid names (please explain). 

Appropriate correction is required. 

8. AM non-patent literature relied upon for background information and cited 
throughout the specification (an example is found on page 2 line 32 continuing onto 
page 3 line 1 ) needs to be submitted via an IDS or as an appendix to the specification. 
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Claim Rejections - 35 USC §112 

9. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

10. Claims 1-12, 14, 22-23 and 27-28 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

Regarding claim 1, there was no enablement as to how a "phrase" is 
determined taught within the specification (i.e, how the invention determines that a 
string of more than one word is to be parsed from the original document rather than 
stopping at one word). 

Claims 2-12 are dependent upon claim 1, and therefore are likewise rejected. 

Additionally, in regards to claim 6, there was no enablement within the 
specification as to how the system is to be designed to operate on a handheld 
computing device, given the system resource constraints (such as memory) commonly 
associated with such devices. 

Additionally, in regards to claim 7, there was no enablement (i.e., 
implementation detail) within the specification for "intercepting, comparing and re- 
marking steps are performed by utilizing a user's web browser plug-in functionality". 
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Additionally, in regards to claim 9, there was no enablement within the 
specification as to how a user "selectably determines the subject matter for comparing". 

Additionally, in regards to claim 11, there was no enablement within the 
specification as to how a user "selectably activates and deactivates said intercepting, 
comparing and re-marking steps". 

In regards to claim 14, there was no enablement within the specification as to 
how a user would operate with a first set of information being graphical, audio or video 
data (especially how the system would search a database to associate hyperlinks to 
such data/information). 

Regarding claim 22, there was no enablement within the specification as to how 
"charging" is performed by a computer system. 

Regarding independent system claim 23, there was no enablement within the 
specification as to how a "phrase" is determined (i.e. how the invention determines that 
a string of more than one word is to be parsed from the original document rather than 
stopping at one word). 

Regarding independent method claim 27, there was no enablement as to how 
a "phrase" is determined taught within the specification (i.e, how the invention 
determines that a string of more than one word is to be parsed from the original 
document rather than stopping at one word). 

Claim 28 is dependent upon claim 27, and therefore is likewise rejected. 
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11. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

12. Claims 14 and 17-22 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 14, the claim is vague and indefinite because one cannot 
determine whether "said information" refers to a first, second or modified first 
information. 

Regarding claim 17, the claim is vague and indefinite. The phrase"said first set 
of information" in lines 4-5 seems to refer back to the preamble. However, the preamble 
refers to a "first set of information to be transmitted ... to a user ". Note that the "first set 
of information" in lines 4-5 has been transmitted from a user. 

Claims 18-22 are dependent upon claim 17, and therefore are likewise rejected. 

Also regarding claim 18, the claim is vague and indefinite because one cannot 
reliably determine whether "said file" refers to the first file mentioned in the preamble or 
to the modified file of the last limitation of the claim. 
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Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 


14. Claims 1-5, 8-10, 13-16 and 23-24 are rejected under 35 U.S.C. 102(e) as 

being anticipated by Niemi (US Patent No. 6,415,294, filed Feb. 16, 1999 and granted 
Jul. 2, 2002, hereafter referred to as "Niemi"). 


Regarding independent method claim 1, Niemi discloses: 

A method for automatically converting one or more phrases in a hypertext- 
enabled document to one or more respective hyperlinks comprising the steps of: 

intercepting said hypertext-enabled document prior to being 
displayed to a user; (col. 4 lines 10-13, noting "the page is intercepted") 

comparing each of said phrases in the hypertext-enabled document 
to a database containing a list of words and associated hyperlink 
information for a match; (col. 4 lines 21-24, discussing a first word table, 
and col. 4 lines 53-57 discussing a second table comprising the number of 
occurrences of each word and a corresponding document/URL) 

re-marking the hypertext-enabled document to include associated 
hyperlink information in accordance with each said match; (col. 5 lines 10- 
17, noting "added hyperlinks") and 

displaying the re-marked hypertext-enabled document to said user. 
(col. 4 lines 13-16, stating "Before forwarding the page to the ... browser 
for display, the page is modified....") 


Application/Control Number: 09/810,693 
Art Unit: 2176 


Page 8 


Regarding claim 2, which is dependent upon claim 1, Niemi discloses: 

wherein the phrase comprises one or more words, (col. 4 lines 20- 
29, discussing a word table and a stemming algorithm) 


Regarding claim 3, which is dependent upon claim 1, Niemi discloses: 

further including the step of applying the one or more phrases to a 
morphology database before the comparing step, wherein said comparing 
step operates upon both the one or more phrases and the respective 
resulting morphs from the applying step. (col. 4 lines 20-29 discussing a 
word table that lists word stems [i.e., a morphology database] and a 
stemming algorithm and col. 4 lines 53-57 discussing the document table, 
comprised of word occurrences and associated URLs) 


Regarding claim 4, which is dependent upon claim 3, Niemi discloses: 

wherein the morphology database outputs inflections (col. 4 lines 
23-25 "produced" is an inflection or tense morph, as per the page 10 lines 
10-1 1 specification definition) and derivations of an inputted phrase, (col. 4 
lines 23-25 "producing" is a derivation morph, as per the page 10 lines 11- 
12 specification definition) 


Regarding claim 5, which is dependent upon claim 1 , Niemi discloses: 

wherein the steps of intercepting, comparing and re-marking are 
performed by a user's computer system, (col. 3 lines 65 continuing to col. 
4 line 1, discussing the embodiment illustrated in Fig. 1 in which the 
invention appears functionally between the user's browser software and 
modem and "may be implemented by ... programming the cpu of the PC") 


Regarding claim 8, which is dependent upon claim 1, Niemi discloses: 

wherein said database is sortable by subject matter (col. 7 lines 
45-50, discussing determining web page association via "other than 
conventional keywords", such as names, dates, tasks or combinations 
thereof) 


Application/Control Number: 09/810,693 


Page 9 


Art Unit: 2176 

Regarding claim 9, which is dependent upon claim 8, Niemi discloses: 

wherein said user selectably determines the subject matter for 
comparing, (col. 7 lines 45-50, discussing determining web page 
association via "other than conventional keywords", such as names, dates, 
tasks or combinations thereof) 


Regarding claim 10, which is dependent upon claim 1, Niemi discloses: 

wherein an Internet Service Provider performs the intercepting, 
comparing and re-marking steps, (col. 3 line 67, stating "This module may 
be implemented by ... an ISP [sic]". Note that although "DSP" appears in 
the referenced passage, the Office believes that this was a typographical 
error, and "ISP", which previously appears expanded at col. 3 lines 37-38, 
was intended.) 


Regarding independent method claim 13, Niemi discloses: 

A method for automatically converting a first set of information to a second 
set of information indicative of one or more third sets of information, comprising 
the steps of: 

intercepting said first set of information; (col. 4 lines 10-13, noting 
"the page is intercepted") 

comparing said first set of information to a database containing a 
list of associated second sets of information for a match, said second sets 
of information being indicative of one or more third sets of information; 
(col. 4 lines 21-24, discussing a first word table, and col. 4 lines 53-57 
discussing a second table comprising the number of occurrences of each 
word and a corresponding document/URL) 

modifying said first set of information to include an associated 
second set of information for each said match; (col. 5 lines 10-17, noting 
"added hyperlinks") and 

displaying said modified first set of information; (col. 4 lines 13-16, 
stating "Before forwarding the page to the ... browser for display, the page 
is modified....") 

wherein, the selection of said modified first set of information 
causes the display of said one or more third set of information, (col. 3 lines 
61-62, discussing "Selecting a hyper-link ... causes the browser ... to 
download a further web page.") 
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Regarding claim 14, which is dependent upon claim 13, Niemi discloses: 

wherein said information is selected from a group consisting of text 
data, graphical data, audio data and video data, (col. 1 lines 45-49, 
discussing the downloading of an electronic document having keywords 
[i.e., text data]) 


Regarding claim 15, which is dependent upon claim 13, Niemi discloses: 
wherein: 

said first set of information includes text in a web page; (col. 1 lines 
45-49, discussing the downloading of an electronic document having 
keywords [i.e., text data]) 

said second set of information includes a hyperlink; (col. 4 lines 21- 
24, discussing a first word table, and col. 4 lines 53-57 discussing a 
second table comprising the number of occurrences of each word and a 
corresponding document/URL [i.e., a hyperlink]) and 

said third set of information includes a web page addressed by said 
hyperlink, (col. 6 lines 41-47, discussing that a user clicks on an added 
hyperlink to access another web page) 


Regarding claim 16, which is dependent upon claim 13, Niemi discloses: 

wherein said intercepting, comparing and modifying steps are 
performed by computer systems selected from the group consisting of a 
user's system, an Internet Service Provider's system and a content 
provider's system. . (col. 3 line 67, stating "This module may be 
implemented by ... an ISP [sic]". Note that although "DSP" appears in the 
referenced passage, the Office believes that this was a typographical 
error, and "ISP", which previously appears expanded at col. 3 lines 37-38, 
was intended.) 


Regarding independent system claim 23 Niemi discloses: 

A system for automatically converting one or more phrases in a hypertext- 
enabled document to one or more respective hyperlinks, each of said phrases 
comprising one or more words, said system comprising: 

means for intercepting said a hypertext-enabled document prior to 

being displayed to a user; (col. 4 lines 10-13, noting "the page is 

intercepted") 
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means for comparing each of said phrases in the a hypertext- 
enabled document to a database containing a list of words and phrases 
and associated hyperlink information for a match; (col. 4 lines 21-24, 
discussing a first word table, and col. 4 lines 53-57 discussing a second 
table comprising the number of occurrences of each word and a 
corresponding document/URL) 

means for re-marking the a hypertext-enabled associated hyperlink 
information in accordance with each said match; (col. 5 lines 10-17, noting 
"added hyperlinks") and 

document to include means for displaying the re-marked a 
hypertext-enabled document to said user (col. 4 lines 13-16, stating 
"Before forwarding the page to the ... browser for display, the page is 
modified....") 


Regarding independent method claim 24 Niemi discloses: 

A method for formatting a hypertext-enabled document by automatically 
converting one or more words or phrases to be included in said hypertext- 
enabled document to one or more respective hyperlinks comprising the steps of: 
comparing each of said words or phrases, and morphed variations 
(col. 4 lines 20-29 discussing a word table that lists word stems [i.e., a 
morphology database] and a stemming algorithm and col. 4 lines 53-57 
discussing the document table, comprised of word occurrences and 
associated URLs) on said words, to be included in said hypertext-enabled 
document to a database containing a list of words and associated 
hyperlink information for a match; (col. 4 lines 21-24, discussing a first 
word table, and col. 4 lines 53-57 discussing a second table comprising 
the number of occurrences of each word and a corresponding 
document/URL) 

utilizing, in place of said one or more words or phrases, said 
associated hyperlink information in accordance with each said match in 
said hypertext-enabled document (col. 5 lines 10-17, noting "added 
hyperlinks") 
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Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 7, 12 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Niemi (US Patent No. US 6,415,294, filed Feb 16, 1999, hereafter 
referred to as "Niemi") in view of Kraemer (US Patent No. US 6,490,602, filed Jan 15, 
1999, hereafter referred to as "Kraemer"). 


Regarding claim 7, which is dependent upon claim 1, the limitations of claim 1 

have been previously discussed. 

Niemi, however, does not explicitly disclose: 

wherein said intercepting, comparing and re-marking steps are 
preformed by utilizing a user's web browser plug-in functionality. 


Kraemer, though, discloses: 

wherein said intercepting, comparing and re-marking steps are 
preformed by utilizing a user's web browser plug-in functionality, (col. 3 
lines 23-27, discussing "may also be processed by browser") 


It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kraemer for the benefit of Niemi, because to do so 
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would allow a gift buyer to conveniently access and fulfill requested transactions as 
taught by Kraemer in col. 5 lines 20-25. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Kraemer for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 


Regarding claim 12, which is dependent upon claim 1 , the limitations of claim 1 

have been previously discussed. 

Niemi, however, does not explicitly disclose: 

wherein said associated hyperlink information is selected from a 
group consisting of links to purchasing information, technical information, 
scientific information, news information, stock price information, financial 
information, copyright information and trademark information. 


Kraemer, though, discloses: 

wherein said associated hyperlink information is selected from a 
group consisting of links to purchasing information, technical information, 
scientific information, news information, stock price information, financial 
information, copyright information and trademark information, (col. 5 lines 
56-67, discussing a modified web page that provides a toolbar with links to 
such services as "purchasing a product", and col. 8 lines 5-8 discussing 
toolbox links to retailers.) 


It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kraemer for the benefit of Niemi, because to do so 
would allow for increased convenience for a user via automated shopping as taught by 
Kraemer in col. 7 lines 65-67. 
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It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Kraemer for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 


Regarding claim 26, which is dependent upon claim 24, the limitations of claim 

24 have been previously discussed. 

Niemi, however, does not explicitly disclose: 

wherein said associated hyperlink information is selected from a 
group consisting of links to purchasing information, technical information, 
scientific information, news information, stock price information, financial 
information, copyright information and trademark information. 


Kraemer, though, discloses: 

wherein said associated hyperlink information is selected from a 
group consisting of links to purchasing information, technical information, 
scientific information, news information, stock price information, financial 
information, copyright information and trademark information, (col. 5 lines 
56-67, discussing a modified web page that provides a toolbar with links to 
such services as "purchasing a product", and col. 8 lines 5-8 discussing 
toolbox links to retailers.) 


It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Kraemer for the benefit of Niemi, because to do so 
would allow for increased convenience for a user via automated shopping as taught by 
Kraemer in col. 7 lines 65-67. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Kraemer for the benefit Niemi because these 
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references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 

17. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Niemi 
(US Patent No. US 6,415,294, filed Feb 16, 1999, hereafter referred to as "Niemi") in 
view of Kraemer (US Patent No. US 6,490,602, filed Jan 15, 1999, hereafter referred to 
as "Kraemer") and further in view of Fields et al. (US Patent No. US 6,605,120, filed Dec 
10, 1998, hereafter referred to as "Fields"). 

Regarding claim 6, which is dependent upon claim 5, the limitations of claim 5 
have been previously discussed. 

Niemi, does not explicitly disclose: 

wherein said computer system is a handheld computing device. 

Fields, though, discloses: 

wherein said computer system is a handheld computing device. 
(col. 1 1 lines 8-12, discussing "[t]he computers on which the client 
software ... could reside could be, for example, ... a hand held computer") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Fields for the benefit of Niemi in view of Kraemer, 
because to do so would allow for a light weight client (user) computer as taught by 
Fields in col. 11 lines 14-15. 
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It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Fields for the benefit Niemi in view of Kraemer 
because these references were all applicable to the same field of endeavor, i.e., the 
manipulation of web-based content. 


18. Claims 11 and 17-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Niemi (US Patent No. US 6,415,294, filed Feb 16, 1999, hereafter 
referred to as "Niemi") in view of Ferguson et al. (US Patent No. US 6,490,602, filed Jan 
15, 1999, hereafter referred to as "Ferguson"). 


Regarding claim 1 1 , which is dependent upon claim 1 , the limitations of claim 1 

have been previously discussed. 

Niemi does not explicitly disclose: 

wherein said user selectably activates and deactivates said 
intercepting, comparing and re-marking steps. 


Ferguson, though, discloses: 

wherein said user selectably activates and deactivates said 
intercepting, comparing and re-marking steps, (col. 6 lines 36-38, 
discussing selective activation) 


It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Niemi, because to do so 
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would give a user the choice of whether to view online service information and incur a 
fee as taught by Ferguson in col. 30 lines 27-30. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ferguson for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 


Regarding independent method claim 17 Niemi discloses: 

A method for generating revenue based on data included in a first set of 
information to be transmitted in a tile to a user connected to a distributed 
computer network, comprising the steps of: 

comparing said first set of information in a database of associations 
of said first set of information to a second set of information; (col. 4 lines 
21-24, discussing a first word table [comprised of words from the first set], 
and col. 4 lines 53-57 discussing a second table comprising the number of 
occurrences of each word and a corresponding document/URL [second 
set]) 

modifying said file such that the first set of information references at 
least one element in the second set of information; (col. 5 lines 10-17, 
noting "modifies the HTML code" [first set] and "added hyperlinks" [second 
set]) 

sending said modified file to said user. (col. 4 lines 13-16, stating 
"Before forwarding the page to the ... browser for display, the page is 
modified....") 


Niemi, however, does not explicitly disclose: 

charging for the modifications to said file performed in said 
modifying step; 


Ferguson, though, discloses: 

charging for the modifications to said file performed in said 
modifying step; (col. 31 lines 13-17, discussing levying fees on content 
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providers based on the amount of information [i.e., the number of 
modifications) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Niemi, because to do so 
would allow an online service to offer a variable fee structure to a content provider as 
taught by Ferguson in col. 31 lines 13-15. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ferguson for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 


Regarding claim 18, which is dependent upon claim 17, the limitations of claim 

17 have been previously discussed. 

Niemi further discloses: 

wherein said file includes an Internet web page. (col. 4 lines 3-6, "a 
user requests the downloading of a web page from the WWW") 


Regarding claim 19, which is dependent upon claim 17, the limitations of claim 

17 have been previously discussed. 

Niemi does not explicitly disclose: 

wherein said charging step is directed to a content provider of said 
first set of information. 
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Ferguson, though, discloses: 

wherein said charging step is directed to a content provider of said 
first set of information, (col. 31 lines 17-21, discussing levying fees on 
different classes of content providers) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Niemi, because to do so 
would allow for an online service to offer a discount pricing plan to certain content 
providers as taught by Ferguson in col. 31 lines 19-21. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ferguson for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 

Regarding claim 20, which is dependent upon claim 17, the limitations of claim 

17 have been previously discussed. 

Niemi does not explicitly disclose: 

wherein said charging step is directed to the content provider of 
said second set of information. 

Ferguson, though, discloses: 

wherein said charging step is directed to the content provider of 
said second set of information, (col. 31 lines 17-21, discussing levying 
fees on different classes of content providers) 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Niemi, because to do so 
would allow for an online service to offer a discount pricing plan to certain content 
providers as taught by Ferguson in col. 31 lines 19-21. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ferguson for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 

Regarding claim 21, which is dependent upon claim 18, the limitations of claim 

18 have been previously discussed. 

Niemi does not explicitly disclose: 

wherein said step of charging is dependent upon the number of 
modifications performed in said modifying steps. 

Ferguson, though, discloses: 

wherein said step of charging is dependent upon the number of 
modifications performed in said modifying steps, (col. 31 , lines 13-17, 
discussing levying fees on a content provider based upon "the amount or 
size of information carried on the online service") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Niemi, because to do so 
would allow an online service to offer a variable fee structure to a content provider as 
taught by Ferguson in col. 31 lines 13-15. 
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It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ferguson for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 


Regarding claim 22, which is dependent upon claim 17, the limitations of claim 
17 have been previously discussed. 
Niemi discloses: 

wherein said steps of comparing, (col. 4 lines 21-24, discussing a 
first word table [comprised of words from the first set], and col. 4 lines 53- 
57 discussing a second table comprising the number of occurrences of 
each word and a corresponding document/URL [second set]) modifying 
(col. 5 lines 10-17, noting "modifies the HTML code" [first set] and "added 
hyperlinks" [second set]) 


Niemi does not explicitly disclose: 

and charging are performed by a computer system selected from 
the group consisting of a content provider's system, an Internet Service 
Provider's system and a user's system. 


Ferguson, though, discloses: 

and charging are performed by a computer system selected from 
the group consisting of a content provider's system, an Internet Service 
Provider's system and a user's system, (col. 29 lines 35-41, discussing a 
Fee Setter subtool function used by an online service [ISP] for charging a 
content provider.) 


It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ferguson for the benefit of Niemi, because to do so 
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would enable an online service to automatically levy fees as taught by Ferguson in col. 
29 lines 41-44. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ferguson for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 

19. Claims 25, 27 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Niemi (US Patent No. US 6,415,294, filed Feb 16, 1999, hereafter 
referred to as "Niemi") in view of Fields et al. (US Patent No. US 6,605,120, filed Dec 
10, 1998, hereafter referred to as "Fields"). 

Regarding claim 25, which is dependent upon claim 24, the limitations of claim 

24 have been previously discussed. 

Niemi, however, does not explicitly disclose: 

wherein said comparing and utilizing steps are performed by a 
content provider 

Fields, though, discloses: 

wherein said comparing and utilizing steps are performed by a 
content provider, (col. 3 lines 2-4, discussing "The recast web page may 
be produced by ... a web content provider.") 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Fields for the benefit of Niemi, because to do so 
would enable a potential increase in ad revenues as taught by Fields in col. 4 lines 51- 
54. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Fields for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 

Regarding independent method claim 27 Niemi discloses: 

A method for automatically modifying one or more phrases in an electronic 
document to one or more respective related phrases comprising the steps of: 

intercepting said electronic document prior to being displayed to a 
user; (col. 4 lines 10-13, noting "the page is intercepted") 

comparing each of said phrases in the electronic document to a 
database containing a list of phrases 

Niemi, however, does not explicitly disclose: 

and associated modifying phrases for a match; 

Fields, though, discloses: 

and associated modifying phrases for a match; (col. 9 lines 9-16, 
discussing injection of content, titles, copyright statements and logos) 


It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Fields for the benefit of Niemi, because to do so 
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would allow for the creation of a dynamic publishing template as taught by Fields in col. 
9 lines 11-14. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Fields for the benefit Niemi because these 
references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 

Niemi further discloses: 

re-marking the electronic document to include ...in accordance with 
each said match; 

However, Niemi does not explicitly disclose: 

the associated phrase 

Fields, though, discloses: 

the associated phrase (col. 9 lines 9-16, discussing injection of 
content titles, copyright statements and logos) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Fields for the benefit of Niemi, because to do so 
would allow for the creation of a dynamic publishing template as taught by Fields in col. 
9 lines 11-14. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Fields for the benefit Niemi because these 
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references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 

Niemi further discloses: 

displaying the re-marked electronic document to said user, (col. 4 
lines 13-16, stating "Before forwarding the page to the ... browser for 
display, the page is modified....") 


Regarding claim 28, which is dependent upon claim 27, the limitations of claim 
27 have been previously discussed. 

Niemi, however, does not explicitly disclose: 

wherein the one or more phrases each include one or more words. 

Fields, though, discloses: 

wherein the one or more phrases each include one or more words. 
(col. 9 lines 9-16, discussing injection of content, titles, copyright 
statements and logos) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Fields for the benefit of Niemi, because to do so 
would allow for the creation of a dynamic publishing template as taught by Fields in col. 
9 lines 11-14. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Fields for the benefit Niemi because these 
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references were all applicable to the same field of endeavor, i.e., the manipulation of 
web-based content. 


Conclusion 

20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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